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Are you threatening me?

hreateningto
sue foralleged
infringements of

trademarks, design rights
and patents can spectacu-
larly backfire. Until recent-
ly, any person who was
“aggrieved by” an Unjusti-
fied Threat to bring such
proceedings could them-
selves to sue the person
making thatthreat. Worse,
the “aggrieved” person
need notbe the individ-
ual or organisation who
has copied the design, or
infringed the trademark
or patent:itcan beanyone
who can assert that their
commercial interests have
been damaged.
Theremedy for Unjusti-
fied Threats was even avail-
able against profegsional
advisers. This creited a
potentially absurd situa-
tion. Courts work on the
principle of fair notice. To
avoid criticism for prema-
ture litigation and conse-
quent possible exposure
toawards of expenses,
itis usually necessary to
explain to the other party
in some detail why you
think your clienthasarem-
edy. Directly linked to that
is the conceptencouraged

by mostjudicial process-
es thatthe other party be
given full details and fair
notice of the case against
it. Butdoing thatin this
area of the law could previ-
ously getyou sued.

Under the previous law,
the threat of litigation in
relation to patents, trade-
marks and designs could
resultin the person whois
threatened counterclaim-
ing. This turned the tables
and forced the threaten-
er to prove the validity of
allitsrightsandits inten-

tion to follow through with

courtaction.

The Intellectual Prop-
erty (Unjustified Threats)
Act 2017 came into force
onlOctober. This legisla-
tion takes a more sensible
approach and also harmo-
nises the position in rela-

tion to trademarks, design

rights and patents. Nor-
mally, professional advis-
ers threateninglitigation
on behalf of the rights own-
er will no longer be subject
to therisk of litigation in
their own right, subjectto
them beingable to prove
thatthey were acting on the
instructions of their clients.
The new law broadens

somewhat the question of
who may be threatened
with what. For exam-
ple, the person copying
adesign orinfringinga
trademark may not only be
threatened with litigation
for these acts, butalso for
related activity such as sell-
ing or distributing infring-
ing products. The Unjusti-
fied Threats regime did not
applyto copyrightunder
the old law and this posi-
tion remains unchanged
under the new law.
Notwithstanding the
relative increase in protec-
tion, anyone contemplat-
ing intellectual property
litigation should take pro-
fessional advice and also
bearin mind thatin the
digital world, threatlet-
ters canreadily end up on
social media where they
may attractadverse com-
ment. Further, the under-
lying policy of discourag-
ing Unjustified Threats
remains intact. If you
have no intention of going
to court, don't make the
threat!
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